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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH (S) FROM \ 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 

fZZSE^S^EZ EEw2Z£5m»«* statutory minimum of thirty (30) days wil, be considered timely. 
I NoS KpUCIetrbove, tbe maximu'm LL£ pencil, ap* and expire S IX ^T^^'^^' 8 c °" t '°" 

Failure to reolv within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Any !!£ S by the Office later than three months after the mailing date of this communication, even if tana* filed, may reduce any 

earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)13 Responsive to communication(s) filed on 09 January 2004, 
2a)D This action is FINAL. 2b)[3 This action is non-final. 

3)D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 



is/are withdrawn from consideration. 



Disposition of Claims 

4) 13 Claim(s) 1-18 is/are pending in the application. 

4a) Of the above claim(s) 

5) Q Claim(s) is/are allowed. 

6) 13 Claim(s) :M8 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)12 The drawing(s) filed on 09 January 2004 is/are: a)D accepted or b)[3 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action orform PTO-152. 

Priority under 35 U.S.C. § 119 

12)13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)[3 All b)D Some * c)Q None of: 

1 .13 Certified copies of the priority documents have been received. 
2.D Certified copies of the priority documents have been received in Application No 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) |3 Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) M Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date 12152003 . 



4) ED Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 



U.S. Patent and Trademark Office 

PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 07122004 
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Art Unit: 3677 

DETAILED ACTION 
Drawing Objections 

The drawings are objected to under 37 CFR 1.83(a). The drawings must show every 
feature of the invention specified in the claims. Therefore, the flexible hinge (claim 6) must be 
shown or the feature(s) canceled from the claim(s). No new matter should be entered. 

A proposed drawing correction or corrected drawings are required in reply to the Office 
action to avoid abandonment of the application. The objection to the drawings will not be held 
in abeyance. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 USC. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled m the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claim 6 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the 
enablement requirement. The claim(s) contains subject matter which was not described in the 
specification in such a way as to enable one skilled in the art to which it pertains, or with which 
it is most nearly connected, to make and/or use the invention. There is no indication how the 
flexible hinge is devised so as to permit one having ordinary skill in the art to make and use the 
device. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. §102 that form 
the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 4-6, 10-14 and 18 are rejected under 35 U.S.C. § 102(b) as being clearly 
anticipated by Hutter (US 4222489). 

Hutter (figures 1-3) teaches a clip for holding paper and therefore inherently capable of 
holding banknotes having a first clasp portion 10' and a second clasp portion 10 for holding 
banknotes therebetween, the first clasp portion having a first magnetic portion 1 including 
magnetic material and the second clasp portion having a second magnetic portion 1 including 
magnetic material, wherein the first magnetic portion is moveable relative to the second 
magnetic portion between: a closed position whereby the interaction of the magnetic material of 
the first and second magnetic portions is such that there is a net force of attraction to hold the 
first and second clasp portions together; and an open position whereby the first and second clasp 
portions are released apart. Figure 1 shows that there are spaced bands 2 of alternating polarity 
sequentially arranged across the width of the clamp and generate an open configuration when the 
facing polarities are alike (figure 2) and a closed configuration when the facing polarities are 
opposite (figure 3). The polarity of each band 2 inherently reverses through the thickness of the 
band. A flexible hinge connects the two clasp portions together and permits the requisite 
movement for the operation of the clasp (col. 4, lines 57 - col. 6, line 3 and col. 6, lines 10-15). 

pol^ri^ed botmdary regions 1 rosra^gesj adjaceat to mch 
q*ta m comsxum mp$&n 3- m& at the $sxw®z «»• 
60 wtech correspond* approxittuitcSy la dofi&le the thick- 
bcss to of mip I pta &*e caster distance v b&iw&m. the 

whkfo face mdk <tfh*r cm* b? mowd by their le«&tlt- 
tircte Melting cattjer ml& a el&mfwiig |*m^r ac^fdittg 
m FIO, 3 «n<l/of * where- tftcy adhesively fao* ea*& 
oilier m a ms«dt of s&dr mmitngi s Ml fey ce&ter dbtanc« 
&. Of r as^o^ing to FlO* 5 they osa be vhiiquzty silafted 
or Ki^ved fe&Q an ojksk rdk^a&e-aad/txr pctop pittas 

wise** t&*y cmpttaady fSM&e t&ch aiber m m 
m&h ote m a resell of &e etfoatty pdtaf&ed i^gkm 2 



The mu&ftl t^&mg sbro» toy thearramta HG« 

to & force ddSc-Cfkmpkg the inserted bade shaped i&a* 
eery S> 9& *how» to; FIG, 3, m wm m both Mpt arc 
SHi?tia% vertically aad obliquely #ft«d by ^ 12 
through the ©enter dWmoct £ of pg&i&sd ftgfcft* 1 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. § 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-3, 7-9 and 17 are rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Hutter (US 4222489) in view of Beyer et al. (US 3468576). 

Hutter (figures 1-3) teaches a clip for holding paper and therefore inherently capable of 
holding banknotes having: two clasp portions 10, 10' moveable relative to one another for 
holding the paper therebetween; and magnetic material 1 operably associated with the clasp 
portions, the magnetic material being moveable between a first closed position whereby the 
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operation of the magnetic material is such as to hold the first and second clasp portions together 
and an open position whereby the first and second clasp portions are released apart. A flexible 
hinge connects the two clasp portions together and permits the requisite movement for the 
operation of the clasp (col. 4, lines 57 - col. 6, line 3 and col. 6, lines 10-15). The difference is 
that the magnetic material is fixed to the clasp portions and depends upon the flexible hinge to 
permit the relative movement of the magnetic material rather than having a movable portion 
carrying the magnetic material upon one of the clasp portions. However, Beyer et al. (figures 1- 
5) teaches latch structure for a fixedly hinged door wherein the magnetic latch is such that it can 
be slid by an operator extending through the door from a closed position wherein the opposite 
polarities are facing to an open position wherein the like polarities are facing so as to repel the 
door open. As it would be advantageous to utilize a stronger pintle secured hinge for the clasp of 
Hutter, it would have been obvious to modify the clasp of Hutter so that the magnetic material is 
carried in a movable portion relative to a clasp portion so as to benefit from the use of facing 
opposite polarities which create open and closed latching configurations while permitting the use 
of a stronger pintle hinge as taught by Beyer et al. to be desirable. 

Claim 16 is rejected under 35 U.S.C. §103(a) as being unpatentable over Hutter (US 
4222489) in view of Mars (US 6282760). 

Hutter (figures 1-3) teaches a clip for holding paper and therefore inherently capable of 
holding banknotes having: two clasp portions 10, 10' moveable relative to one another for 
holding the paper therebetween; and magnetic material 1 operably associated with the clasp 
portions, the magnetic material being moveable between a first closed position whereby the 
operation of the magnetic material is such as to hold the first and second clasp portions together 
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and an open position whereby the first and second clasp portions are released apart. A flexible 
hinge connects the two clasp portions together and permits the requisite movement for the 
operation of the clasp (col 4, lines 57 - col. 6, line 3 and col. 6, lines 10-15). The difference is 
that the magnetic material is not stated as being rare earth magnets. However, such magnets are 
common and well known for their good qualities as taught by Mars (figure 8; col. 4, lines 9-19) 
which suggests Neodymium-Iron-Boron magnets as having strong magnetic properties so as to 
clamp material between two such magnets. As it would be beneficial for the clasp of Hutter to 
possess good clamping characteristics it would have been obvious to utilize rare earth magnets as 
suggested by Mars because of Mars recognizing their strong magnetic properties that would be 
useful in the clamping arts. 

Claim 15 is rejected under 35 U.S.C. §103(a) as being unpatentable over Hutter (US 
4222489) in view of Beyer et al. (US 3468576) as applied to claim 1 above, and further in view 
of Mars (US 6282760). 

Further modification of the clasp of Hutter such that rare earth magnets are utilized would 
have been obvious in view of Mars (figure 8; col. 4, lines 9-19) teaching the use of Neodymium- 
Iron-Boron magnets as having strong magnetic properties so as to clamp material between two 
such magnets 

Conclusion 

The patent of Schirmuly (EP 29500, figure 2) teaches pertinent magnetic clasp structure 
with a floating hinge. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James R. Brittain whose telephone number is 703-308-2222. The 
examiner can normally be reached on M, W & F 5:30-1:30, T 5:30-2:00 & TH 5:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, J. J. Swann can be reached on 703-306-41 15, The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Tames R. Brittain 
Primary Examiner 
Art Unit 3677 
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